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U.S. Supreme Court Keeps Ban on Collecting Royalties  

From Expired Patents 
 

By Joseph A. Saltiel 

In 1964, the U.S. Supreme Court issued an opinion in the case Brulotte v. Thys. Co. holding that a patentee 
cannot charge royalties for the use of his invention after the patent term has expired.  Years later, Kimble, a patent 
owner, entered into an agreement with Marvel Entertainment for his patent where Marvel agreed to pay Kimble a 
royalty on future sales.  The agreement had no termination date.  When the patent expired, Marvel sought a 
declaratory judgment that it could cease paying royalties.  Based on the ruling in Brulotte, the district court granted 
the declaratory judgment, which was affirmed by the Ninth Circuit Court of Appeals.  Kimble appealed and asked 
the U.S. Supreme Court to overrule Brullote.   In a 6-3 decision, the U.S. Supreme Court affirmed its previous 
Brulotte holding that a patentee cannot collect royalties on an expired patent because there was no compelling 
reason to modify this rule.  Kimble v. Marvel Entertainment, LLC (June 22, 2015). 

A patentee has the exclusive right to practice the claimed invention.  The government grants the patentee this 
right only if the patentee then dedicates his invention to the public when the patent expires.  In Brulotte, the 
Supreme Court believed that a patentee collecting royalties on an expired patent would violate this policy so it 
banned collection of royalties from expired patents.  Kimble argued that the court should overturn Brulotte 
because it interfered with the freedom of parties to enter into contracts with whatever terms they think are 
appropriate, it suppressed technology because it makes people less likely to patent their inventions, and it is 
based on mistaken economic views.  The Supreme Court acknowledged that the economic reasoning of Brulotte 
may no longer be well accepted, but it did not find any substantial  changes in law or economics since 1964 that 
compelled it to reconsider its ruling in Brulotte.  There needs to be a significant and compelling change in either 
law or facts for the Supreme Court to overrule a prior case.  Absent such a change, the only way to overrule a 
prior case would be for Congress to write new legislation.     

For more information about this article, contact Joseph A. Saltiel, Vice Chair of the Intellectual Property & 
Technology Group, at 312.245.7500 or via e-mail at jsaltiel@masudafunai.com.  
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About the Patent Litigation Group 
 
The Patent Litigation group at Masuda Funai 
counsels and represents clients in patent litigation, 
including the defense of “patent troll” claims and ITC 
actions. We provide pre-litigation counsel and 
opinions of counsel in support of litigation or 
anticipated litigation. We also represent clients 
before the PTO in post grant proceedings, including 
inter parte reviews. 

About Masuda Funai 

Masuda Funai has over 40 attorneys in three offices, 
located in downtown and suburban Chicago and Los 
Angeles. Our practice focuses on representing 
international companies operating and investing in 
the United States. We assist clients in every aspect 
of business, including establishing, acquiring, 
financing and selling operations and facilities; 
transferring overseas employees to the U.S.; hiring 
and managing employees from different countries; 
and structuring the distribution and sale of products 
and services throughout the U.S. 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

CHICAGO 
203 North LaSalle Street 
Suite 2500 
Chicago, Illinois 60601-1262 
TEL 312.245.7500 
FAX 312.245.7467 

LOS ANGELES 
19191 South Vermont Avenue 
Suite 420 
Torrance, California 90502-1051 
TEL 310.630.5900  
FAX 310.630.5909  

SCHAUMBURG 
200 North Martingale Road 
Suite 800 
Schaumburg, Illinois 60173-2033 
TEL 847.734.8811  
FAX 847.734.1089 

 

  

 
www.masudafunai.com 


